TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

Paul T. Van CGonpel et al. appeal fromthe final rejection

'Application for patent filed Novenber 12, 1996 under 37
CFR 8 1.62 as a file wapper continuation of Application
08/ 263, 229, filed June 21, 1994, now abandoned.
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of clainms 33 through 90, all of the clainms pending in the

application. W affirmin-part.

The invention relates to “wonen’s di sposabl e
undergarnents having a fluid repellent region and an absor bent
| ayer to be used with a woman’s normal fem nine care
protection during her nmenstrual period” (specification, page
1). A copy of clainms 33 through 90 appears in the appendix to
the appellants’ brief (Paper No. 27).2

The references relied upon by the exam ner as evidence of
obvi ousness are:
Sout hwel | 4, 560, 381 Dec.
24, 1985 Tanzer et al. (Tanzer) 5,425,725

Jun. 20, 1995
(filed Jan. 29, 1993)

Wat anabe et al. (WAtanabe) 5, 449, 353 Sep. 12,
1995

(filed Cct. 1,
1993)
Hor ney 5, 599, 339 Feb. 4,
1997

2The terns “said wai st opening” in clains 43 and 44 and
“sai d secondary absorbent” in claim52 |lack a proper
ant ecedent basis. These informalities are deserving of
correction in the event of further prosecution before the
exam ner.
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1995)

Sai saka et al. (Saisaka)
29, 1997

| gaue et al. (1gaue)
1987
British Patent Docunent

Suzuki et al. (Suzuki)
1990
Eur opean Pat ent Docunent

| gakam et al. (1gakam)?
1992
Japanese Pat ent Docunent

Ki t aoka
1992
Japanese Patent Docunent?

(filed Cct.
5, 624, 424
(filed Feb.
2,189, 133
0, 403, 832
04289201
4- 371147

31,

Apr .
21, 1995)
Cct. 21,
Dec. 27,
Cct. 14,
Dec. 24,

Clains 33 through 90 stand rejected under 35 U.S.C. § 103

as foll ows:

a) clains 33 through 43, 45 through 61 and 63 as being

unpat ent abl e over Sout hwel |

in view of Suzuki,

Tanzer and

®An English | anguage translation of this reference,
prepared on behal f of the Patent and Trademark O fice,

appended hereto.

is
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| gaue;

b) clains 44 and 62 as bei ng unpat entabl e over Sout hwel |
in view of Suzuki, Tanzer, |gaue and Kitaoka;

c) clainms 64 through 70 and 72 through 76 as being
unpat ent abl e over Southwell in view of Suzuki, Tanzer, | gaue,
Ki t aoka and Wat anabe;

d) claim 71 as being unpatentable over Southwell in view
of Suzuki, Tanzer, |gaue, Kitaoka, Watanabe and |gakam ;

e) clainms 77 through 79, 82 through 84 and 86 as being
unpat ent abl e over Sai saka in view of Tanzer; and

f) clainms 80, 81, 85 and 87 through 90 as being

unpat ent abl e over Sai saka in view of Tanzer and Hor ney.

Ref erence is nade to the appellants’ brief (Paper No. 27)
and to the exam ner’s answer (Paper No. 28) for the respective
positions of the appellants and the exam ner with regard to
the nerits of these rejections.

Sout hwel |, the first of the examner’s primary

references, discloses “a protective, |ightweight, disposable
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woman’ s hygi enic panty for renovably carrying a fem nine
napkin during a woman’s nenstrual cycle or period” (Abstract).
Representative of such panties are the closely rel ated

enbodi nrents shown in Figures 1 through 5. These panties

i nclude a body portion 22, a waist portion 23, a crotch
portion 24 and leg portions 25. The waist and | eg portions
define body and | eg openi ngs 29, 36 which are bounded by

ri bbon-1ike elastic or rubber bands 31, 37 to accommopdate
wonen of various sizes. The exterior of the panty consists of
a thin shell or outer layer 49, 54 of nesh-like material which
may conpl etely encase the body and crotch portions. The | ower
body portion 27 carries over its entire inner surface a
relatively thick, highly absorbent |ayer 51. The absorbent

| ayer includes an elongated indentation 43 in the

crotch portion for receiving a conventional fem nine napkin or
pad. The bottom 57 of the indentation |lies proxinmte the

outer shell or an interposed waterproof |ayer 55 (see Figure
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5) which prevents noi sture | eakage/ seepage.

Sout hwel | does not neet the limtations in independent
claim33 requiring the recited di sposable panty to include |eg
openi ngs each having a back edge portion which in a flat blank
configuration of the panty extends rearwardly fromthe crotch
portion along an “essentially linear” path over a majority of
the Il ength of the back edge portion.* This feature is
di scl osed as playing an inportant role in achieving proper |eg
fit and buttocks coverage (see pages 12 and 13 in the
specification). Notw thstanding the exam ner’s apparent
finding to the contrary (see page 5 in the answer), the
correspondi ng back edge portions in Southwell’s panty extend
along circular or oval paths (see Figure 2 and colum 7, lines
13 through 15), not essentially linear paths. The examner’s
reliance on lgaue (the British reference) as al so show ng back
edge portions extending along essentially linear paths (see

page 5 in the answer) is simlarly unsound. |gaue’'s back edge

“Based on the underlying specification (see, for exanple,
the first paragraph on page 13) and consistent with the
argunments of counsel (see page 7 in the brief), we understand
the “essentially linear” termnology in claim33 to nean

--essentially straight--.
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portions actually extend al ong paths which are sem-elliptic
(see page 3, lines 35 through 41; and Figures 3 and 5). Thus,
the prior art applied in the manner proposed by the exam ner
woul d not have suggested the subject matter recited in
i ndependent cl ai m 33.

Accordingly, we shall not sustain the standing 35 U.S. C

8§ 103 rejection of claim33, or of clains 34 through 43 and

45 t hrough 54 which depend therefrom as being unpatentable
over Southwell in view of Suzuki, Tanzer and |gaue, or the
standing 35 U.S.C. 8 103 rejection of claim44, which depends
fromclaim33, as being unpatentable over Southwell in view of
Suzuki, Tanzer, |gaue and Kitaoka.

Sout hwel| also fails to neet the limtations in
i ndependent claim55 requiring the recited di sposable panty to
i ncl ude an absorbent barrier conposite which is nounted across
the width of the crotch portion and has a generally uniform
thickness and a limted capacity for absorbing no nore than
about 6 grams of |iquidous exudates. The exam ner’s apparent
finding (see page 6 in the answer) that Southwell’s "“absorbent

barrier” 51 has a generally uniformthickness is at odds with
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the presence of the indentation 43 in the crotch area.
Mor eover, the exam ner has failed to provide any factual
support for the concl usion (see page 7 in the answer)
that it would have been obvious to one of ordinary skill in
the art to provide Southwell’s “barrier” 51, which is
di scl osed as being highly absorbent, with a limted capacity
for absorbing no nore than about 6 granms of |iquidous
exudates. As disclosed (see specification page 6), this
limted absorption capacity contributes to a non-bul ky and
flexible fit
for the clainmed panty. For these reasons, the prior art
applied in the manner proposed by the exam ner woul d not have
suggested the subject matter recited in i ndependent clai m55.
Hence, we shall not sustain the standing 35 U.S.C. § 103
rejection of claimb55, or of clains 56 through 61 and 63 which
depend therefrom as being unpatentable over Southwell in view
of Suzuki, Tanzer and lgaue, or the standing 35 U.S.C. § 103
rejection of claim62, which depends from cl ai m55, as being
unpat ent abl e over Southwell in view of Suzuki, Tanzer, |gaue

and Kit aoka.
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Sout hwel | does neet all of the limtations in independent
claim64 except for those requiring the recited di sposabl e
panty to include body elastic attached to the panty in a
stretched condition, positioned between the waist elastic and
the | eg openings and extending circunferentially about the
panty such that the body elastic can stretch in the
circunferential direction when the panty is put on and retract
about the body of the wearer when released with the retractive
forces being distributed generally uniformy about the panty
to thereby closely conformthe front and back body portions of
the panty to
t he shape of the wearer’s body between the waist elastic and
the | eg openings. The Southwell panty has no such body
elastic. Nonetheless, the exam ner’s reliance on Kitaoka and
Wat anabe to cure this deficiency is well founded.

Ki t aoka di scl oses di sposabl e under pants havi ng body
elastic in the formof uniformy spaced elastic strands 9a, 9b
positioned over the entire area between a waist elastic 7 and
| eg openings 3 and extending circunferentially about the panty

such that the body elastic can stretch in the circunferenti al
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direction when the panty is put on and retract about the body
of the wearer when rel eased. WAtanabe di scl oses a di sposabl e
di aper having body elastic in the formof uniformy spaced

el astic yarns 16a, 16b positioned between a wai st el astic 8a,
8b and | eg openings 10a, 10b and extending circunferentially
about the panty such that the body elastic can stretch in the
circunferential direction when the panty is put on and retract
about the body of the wearer when rel eased. The purpose of
the body elastic in each of these references is to inprove the
fit of the undergarnent/diaper. These teachings would have
provi ded the artisan with anpl e suggestion or notivation to
enpl oy body elastic of the sort recited in claim64 in the
Sout hwel | panty for an inproved fit. Notw thstanding the
appel l ants’ argunents to the contrary (see page 16 in the
brief), the Southwell panty as so nodified would neet the
relatively broad requirements in claim®64 that the body

el astic provide retractive forces distributed generally

uni formy about the panty to thereby closely conformthe front
and back body portions of the panty to the shape of the

wearer’s body between the waist elastic and the | eg openi ngs.

10
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For the same reasons, and again notw t hstanding the
appel l ants’ argunents to the contrary (see page 16 in the
brief), the proposed conbination of Southwell, Kitaoka and
Wat anabe woul d have suggested a panty having the body el astic
features recited in dependent claim 69.

Thus, the differences between the subject matter recited
in clains 64 and 69 and the prior art are such that the
subject matter as a whol e woul d have been obvious at the tinme
the invention was made to a person having ordinary skill in

the art.

Therefore, we shall sustain the standing 35 U.S.C. § 103
rejection of clainms 64 and 69 as bei ng unpat entabl e over
Sout hwel | in view of Suzuki, Tanzer, |gaue, Kitaoka and
Wat anabe.

We al so shall sustain the standing 35 U . S.C. § 103
rejection of clainms 65 through 68, 70 and 72 through 76, which
ultimately depend from clai m64, as bei ng unpatentabl e over

Sout hwel | in view of Suzuki, Tanzer, |gaue, Kitaoka and

11
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Wat anabe since the appellants have not chall enged such with
any reasonabl e specificity, thereby allowing these clains to

stand or fall with claim64 (see In re N elson, 816 F.2d 1567,

1572, 2 USPQd 1525, 1528 (Fed. Cir. 1987)).

Claim 71 depends fromclaim®64 and requires, inter alia,
a wai st elastic conprising threads. The appellants’
contention (see page 17 in the brief) that the obvi ousness
rejection of this claimis flawed because the |gakam
reference discloses a waist elastic conposed of ribbons rather
than threads is not persuasive. Witanabe’'s disclosure (see
colum 6, lines 56 through 60) that waist elastic 8a, 8b can
be in the formof belts (i.e., ribbons/bands) or yarns (i.e.,
t hreads) woul d have suggested the substitution of elastic

threads for Southwell’'s waist elastic bands 31.

Accordingly, we shall sustain the standing 35 U S.C. §
103 rejection of claim71 as bei ng unpat ent abl e over Sout hwel |
in view of Suzuki, Tanzer, |gaue, Kitaoka, Watanabe and
| gakam .

Finally, we shall not sustain the standing 35 U.S.C. 8§

12
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103 rejection of clainms 77 through 79, 82 through 84 and 86 as
bei ng unpat ent abl e over Sai saka in view of Tanzer or the

st andi ng 35 US.C. 8 103 rejection of clainms 80, 81, 85
and 87 through 90 as being unpatentabl e over Saisaka in view
of Tanzer and Hor ney.

As correctly pointed out by the appellants (see pages 17
through 19 in the brief), the effective filing date (June 21,
1994) of the instant application, and thus of the subject
matter recited in clains 77 through 90, is earlier than the
effective filing dates of the Saisaka (February, 21, 1995) and
Horney (Cctober, 31, 1995) patents. Consequently, these
patents are not prior art with respect to the subject matter
recited in clains 77 through 90. As a result, the examner’s
concl usi ons of obvi ousness which are predicated on these
patents nust fall.

In summary, the decision of the examner to reject clains

33 through 90 under 35 U.S.C. 8§ 103 is affirmed with respect
to clainms 64 through 76 and reversed with respect to clainms 33

t hrough 63 and 77 through 90.

13
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No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART

I rwi n Charl es Cohen )
Adm ni strative Patent Judge

BOARD OF PATENT
Charles E. Frankfort

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

John P. McQuade
Adm ni strative Patent Judge

N N N N N N N N N N N
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Thomas D. W1 hel m
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